License Term Sheet

	Licensor
	OFFICIAL NAME OF THE UNIVERSITY
ADDRESS

	Licensee
	COMPANY NAME
COMPANY ADDRESS

	Type of License
	Patents 


	Subject Matter to be Licensed
	University Case No. _______, titled "_________________________" invented by _______________________ 

Patent Rights include  (a) the patent applications listed in Attachment A; (b) any patent or patent application that claims priority to and is a divisional, continuation, reissue, renewal, reexamination, substitution or extension of any patent application identified in (a); (c) any patents issuing on any such patent application identified in (a) or (b), including any reissues, renewals, reexaminations, substitutions or extensions thereof;  (d) any claim of a continuation-in-part application or patent (including any reissues, renewals, reexaminations, substitutions or extensions thereof) that is entitled to the priority date of, and is directed specifically to subject matter specifically described in, at least one of the patents or patent applications identified in (a), (b) or (c); and (e) any supplementary protection certificates, pediatric exclusivity periods, any other patent term extensions and exclusivity periods and the like of any patents and patent applications identified in (a) through (e) (collectively, the “Patent Rights”).


	Grant
	Within the Field of Use (a) To make, have made, use, have used, sell, have sold, offer for sale, have offered for sale, import and have imported licensed products, (b) to practice licensed processes and (c) to use the Technology, directly or by [sublicense IF EXCLUSIVE LICENSE], 
in the Field of Use within the Territory during the Term.

	Exclusivity
	Exclusive [ OR NON-EXCLUSIVE] with respect to Patent Rights in the Field of Use.
Non-commercial rights reserved for University
.  

	[ONLY INCLUDED IF EXCLUSIVE]
Right to Sublicense

	Included, provided sublicensee agrees to abide by certain provisions of the License.

Consideration for a sublicense shall not include anything of value in lieu of cash payments without permission of University.

Sharing of income from sublicenses and the effect of termination of the license on sublicenses are provided for below.

	Field of Use
	DEFINE


	Territory
	DEFINE


	Term
	Longer of: (i) life of the Patent Rights and (ii) ten years from first commercial sale, both on a country-by-country basis.


	Due Diligence

	1. R&D plan to be submitted within __ months;
2. Progress report by February 28 of each year

3. Develop a working model on or before __________, 202_, 
4. Permit an in-plant inspection by University on or before __________, 202_, and at regular intervals thereafter
5. OTHER MILESTONE EVENTS MAY BE APPROPRIATE DEPENDING ON THE TECHNOLOGY – E.G., ACHIEVEMENT OF CLINICAL DEVELOPMENT MILESTONES FOR LIFE SCIENCES INVENTIONS

6. Make a first commercial sale of a Licensed Product and/or a first commercial performance of a Licensed Process on or before ________, 202_.

7. EITHER
Company shall make Net Sales according to the following schedule:

202_




$_________;

202_




$_________;

202_ and each year thereafter
$_________.

OR
(e)
Company shall sell the following numbers of Licensed Products according to the following schedule:

202_




_________ units;

202_




_________ units;

202_ and each year thereafter
_________ units.

	Publication Rights
	Nothing shall restrict the right of University to fully and freely publish the results of research, including research using the Patent Rights and Technology.



	Financial Terms

	

	Responsibility for Patent Costs:
	University responsible for Patent Costs


	License Issue Fee and Patent Cost Reimbursement:
	CURRENCY AMOUNT plus _____ as of DATE for Patent Cost Reimbursement


	License Maintenance Fee:
	Payable January 1 of the year shown, creditable against other payments by Licensee hereunder 

	
202_
	CURRENCY AMOUNT 

	
202_
	CURRENCY AMOUNT 

	
202_ and on
	CURRENCY AMOUNT 

	Running Royalties
	__% of Net Sales

	Milestone Payments
	

	EVENT 1
	CURRENCY AMOUNT 1

	EVENT 2
	CURRENCY AMOUNT 2

	EVENT 3
	CURRENCY AMOUNT 3

	EVENT 4
	CURRENCY AMOUNT 4

	IF EXCLUSIVE
Sharing of Sublicense Income

	__% of Sublicense Income

	Reports

	Annual evidence of renewal of insurance within 90 days of end of fiscal year.

Annual copy of financial statements and reports to stockholders and material revisions to business plan when prepared, in each case to the extent provided to other holders of common stock of Licensee at the approximate same ownership level.


	Before First Commercial Sale
	Annual progress report on development of Licensed Products and Licensed Processes wihin 60 days of end of calendar year


	Upon First Commercial Sale of a Licensed Product or commercial performance of a Licensed Process
	Notice of first commercial sale or commercial use within 60 days of occurrence


	After First Commercial Sale
	Quarterly report of Gross Sales, allowable deductions from Gross Sales, Net Sales and royalties due


	Regulations

	Licensee will comply with all applicable regulations and will mark Licensed Products with all applicable patent numbers.

	Patent Filings
	By attorneys selected by University.  University shall consult with Licensee on patent prosecution and incorporate Licensee's reasonable comments.  


	University Limitation
	University makes no warranties on the Patent Rights or Technology.

	Indemnification
	Licensee to hold University harmless from claims and suits arising out of Patent Rights and Technology, regardless of Licensee’s or sublicensee’s negligence.


	Insurance
	Commercial General Liability insurance policies in the amount of $3 million.


	University Liability
	For any cause of action, limited to royalties and payments received by University.

	Liability
	No consequential damages.

	IF EXCLUSIVE
Prosecution of Infringers

	Licensee will have first right to sue infringers within the Field of Use.  Any recoveries go first to reimburse expenses, then to University an amount equal to the Sublicense Income Sharing Percentage multiplied by the balance of any recovery, and then the balance to Licensee.  If there are other exclusive licensees, Licensee may not commence any lawsuit without the University's prior written consent, which consent cannot be unreasonably withheld.

If Licensee does not take action to prevent infringement within six months of becoming aware of infringement, University has right, but not the obligation, to sue.  University retains all recoveries.

	Early Termination
	In case of a Material Breach, University may terminate exclusivity or the license upon thirty days prior written notice.  Licensee can cure the breach within this period to maintain the license.  Licensee can terminate for convenience on 30 days advance notice
.

In case of insolvency or bankruptcy of Licensee, the license is terminated immediately.


By their signatures below, the parties agree to pursue negotiations in good faith to implement the transaction described above.  It is acknowledged and agreed that neither party shall be contractually bound to this proposed transaction (whether expressed orally, in writing, or by implication) except by a final written license agreement executed by its duly authorized officer.  In accordance with its By-Laws, Boston University shall be bound only by a final written license agreement executed on its behalf by its Treasurer or Assistant Treasurer.  It is expected that negotiations will proceed through the usual mix of discussion, letters, and draft agreements, but, prior to the due execution and delivery of a final contract, the parties shall have no binding agreement and should not rely on written, oral, or implied promises that any contract or contractual rights pertain.



The limitations of the preceding paragraph notwithstanding, during the Negotiation Period the parties accept and shall be bound by the following obligations:

	Negotiation Period
	From _____ to _______, unless mutually extended in writing.

	Obligations of University
	Not to negotiate or initiate discussions for a license to, or provide information concerning, the Patent Rights in the Field of Use with third parties during the Negotiation Period.




The University Official Name:
Company:

By:____________________________ 
By:_____________________________
     UNIVERSITY OFFICIAL SIGNATORY    

Name:_________________________
Name:__________________________

Title:__________________________
Title:____________________________

Date:_________________________
Date:___________________________
ATTACHMENT A

PATENT LIST

 University Number, Title, Inventors, Application Number / Issued Patent Number
�Add other forms of IP (e.g., BioProperty) as appropriate


�This defines what’s going to be included in the license.  This defines the parent case and the next paragraph captures all the additional patent that will be filed as the case is pursued and further developed


�Adjust as appropriate for the type of ;icense contemplated


�This ensures that the university can continue working in the field


�Non-exclusive licenses generally don’t include the right to subicense.


�May be All Uses or some subset.  If you’ve licensed other fields of use to others, reproduce the exact wording of that grant as being excluded.


�Don’t give a greater territory than the licensee has the resources to exploit


�This is an aggressive formulation but one that companies frequently use


�This section is particularly important if you are granting an exclusive license.  Some typical due diligence milestones are shown and should be tailored to the specifics of the technology and company





If you’re licensing a start-up, include two rounds of fund raising and key personnel (e.g., CEO) recruitment


�This maintains academic freedoms


�These terms are discussed in Topic 9, Pre=Negotiation Valuation


�It’s good practice for the university to pay the law firm and bill the licensee.  Lawfirms think of the person who pays the bills as their client and the university and the licensee’s interests may not always be aligned in what patents they each want to issue


�By separating the upfront fee from the patent cost reimbursement, the latter can be increased as the university incurs additional costs


�See Topic 16 which discusses this in depth.  If you’re licensing a small company, this is one of the most important parts of the negotiation


�Once the license is signed, the licensee is in charge and will only tell you what they have to.


�This will only be appropriate for small companies


�This will show if they are meeting their technical due diligence milestones


�This will alert you that money should soon be coming!


�This is the computation of royalties due.  Royalties are normally due quarterly.


�The next sections give the licensee an idea of what some of the legal terms of the license will be.


�Discussed above


�These are critically important ways the univerity’s lehgal exposure is minimized if the technology doesn’t work


�This protects the university from liability


�This is in exclusive licenses only.  Non-exclusive licensees have no right to sue.





The university will probably have t agree to let the licensee join the university to any infringement suit.


�This is an important protection for the university, particularly for exclusive licneses.





Failure to meet a due diligence milestone is a Material Breach


�This says the term sheet is non-binding


�This limits how long the negotiations to get to a final license can drag on.
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